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REMARKS 

Clainns 6, 7 and 20-35 are pending in tiiis application. Clainns 26-35 were 
previously withdrawn. Clainns 6, 7 and 20-25 stand rejected. 

Claim 6 has been amended to recite an epoxy diacrylate resin and to delete 
the phrase "blended with an acrylic monomer". Support for this is found in the 
Product Overview of EPON and EPI-REZ Epoxy Resins submitted in the November 
23, 2009 response to the restriction requirement. 

Claims 20, 21 , 33 and 35 have been amended to recite that the material 
comprises a silane treated cenosphere and that the fiberglass is pre-treated with 
epoxy silane. Support for this amendment is found in the specification on page 14, 
line 12 and page 7, lines 7-8. 

Claim 26 has been amended to depend from claim 6, to delete the description 
of the cured epoxy (which is redundant because the claim depends from claim 6, 
which describes the epoxy) and to recite that the composition further comprises a 
first and second syntactic foam material where the epoxy is located between the first 
and second syntactic foam material. Support for this amendment is found in the 
specification on page 10, line 10-19. 

Claim 28 has been amended to indicate that the material of claim 26 is very 
flexible and is able to achieve deflection of 45%. Support for this amendment is 
found in the specification on page 1 1 , lines 7-8. 

Constructive Election of Species 

The Office Action indicates that claims 6, 7 and 20-25 and claims 26-35 are 
related as mutually exclusive species in an intermediate-final product relationship. 
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Tlie Office Action furtlier indicates tliat clainns 26-34 are witlidrawn fronn 
consideration as being directed to a non-elected invention due to the fact that the 
Applicants has received an action on the merits for the originally presented invention. 

Applicants respectfully traverse this election of species and request the 
Examiner reconsider the Restriction Requirement. Claims 26-35 have been 
amended to depend from claim 6. Applicants respectfully submit that if the cured 
epoxy comprising an epoxy component mixture and a curing component mixture, as 
recited in claim 6, is found to be allowable, the compositions of claims 26-35 would 
at least be eligible for rejoinder, if they contain each of the elements recited in claim 
6. 

In the event that the Restriction Requirement is not withdrawn or claims 26-35 
are not determined to be eligible for rejoinder. Applicants expressly reserve the right 
to pursue such claims in a divisional or continuation application. 

Specification 

1 . The specification was objected to because the amendment to the specification 
filed December 15, 2010 allegedly encompasses myriad species of acrylic resin. 

The first full paragraph on Page 7 of the specification has been amended to 
replace the previously amended paragraph. The difference in the paragraphs is the 
description of Byk 361 . The amended paragraph recites that Byk 361 is an acrylate 
flow control agent. Support for this description is found in the Application Information 
CC-A 3 Additives for Gel Coats from BYK, a copy of which is enclosed as 
Attachment A. 
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2. The specification was objected to because the specification allegedly lists 
Epon 816 on Page 10, lines 14-15. Applicants respectfully call the Exanniner's 
attention to the amendment filed November 23, 2009 in which this error was 
corrected. 

3. Finally, the specification was objected to because the specification allegedly 
describes a compound and composition as novel without providing evidence that 
such materials are new. 

Not to acquiesce in the Examiner's objection, but solely to facilitate 
prosecution, the second full paragraph on Page 1 1 and the paragraph bridging Page 
16 and 17 have been amended to remove the term "novel." 

35 U-S-C- S 112, first paragraph 

Claims 6, 7 and 20-25 have been rejected under 35 U.S.C. § 1 12, first 
paragraph as allegedly failing to comply with the written description requirement. 

1 . The use of the term "monomer" in claim 6 has been objected to for alleged 
lack of support. 

Claim 6 has been amended to delete the phrase "blended with an acrylic 
monomer", making this rejection moot. 

2. The term "epoxy diacrylate" in claim 7 is objected to for alleged lack of 
support. 

Applicants respectfully call the Examiner's attention to the Hexion Specialty 
Chemicals Product Brochure filed as Exhibit A on 1 1/23/09. In that brochure, Epon 
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8161 is described as a "moderate viscosity epoxy diacrylate resin witli perfornnance 
sinnilar to Epon 828." 

3. The plirase "acrylated silicon flow control agent" in clainns 20 and 21 (and 
withdrawn clainns 33 and 35) is objected to for alleged lack of substantiation. 

The first full paragraph on Page 7 has been amended to describe Byk 361 as 
an acrylate flow control agent. Support for this is provided in the Office Action and in 
Attachment A. Application Information CC-A 3 Additives for Gel Coats from BYK. 

4. The phrase "wherein the cured epoxy is sandwiched between the first and 
second syntactic foam materials" in claim 26 is objected to for alleged lack of 
substantiation. 

Claim 26 has been amended to indicate that the cured epoxy is located 
between the first and second syntactic foam materials. Support for this is found in 
the specification on page 10, lines 10-19. 

5. The phrase "the material under deflection of 45% maintains its structural 
integrity" in claim 28 is objected to for allegedly lacking description. 

Claim 28 has been amended to indicate that the material of claim 26 is very 
flexible and is able to achieve deflections of 45%. 

6. Claims 7, 20 and 21 (and withdrawn claims 33-35) are rejected as allegedly 
lacking enablement for "a viscosity-lowering diluent." 
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Claims 7, 21 , 34 and 35 do not contain the phrase "a viscosity-lowering 
diluent." Therefore the rejection of these clainns should be withdrawn. 

Claim 20 recites the phrase "a viscosity-lowering diluent". The specification 
teaches that Epon 81 32 and 81 6, contain Heloxy 9 as a diluent. One of ordinary skill 
in the art would recognize that other components were known in the art that could be 
added as a diluent to an epoxy resin and would reduce the viscosity of the resin. 
Such a person would recognize that "the primary function of a diluent in an epoxy 
resin formulation is to reduce its viscosity to either make it easier to compound with 
fillers, improve filler loading capacity, or to improve application properties. Solvents, 
certain curing agents, and flexibilized epoxy resins can also lower the viscosity of 
epoxy adhesive formulations, but this is not their primary function." (see 
http ://www.specialchem4adhesives. com/resources/articles/article. aspx?id=1 049). 
Should the Examiner require additional information to demonstrate that this was 
known to one of ordinary skill in the art, applicant requests that the Examiner contact 
applicant's representative below to obtain additional information. 

Claim 33 does not recite the phrase "a viscosity-lowering diluent" but rather 
recites "a viscosity-lowering agent." The specification teaches several compositions 
that lower the viscosity. These include Epon 81 32, Epon 81 61 , Jeffamine D-230 and 
the silane used in the surface treatment of the cenospheres. Applicants respectfully 
submit that a skilled artisan would recognize that claim 33 is enabled for at least 
these specific components. Applicants submit that given the differences in the 
natures of the material in these components, one of ordinary skill in the art would 
recognize that other known viscosity-lowering agents could be used. 
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7. The plirase "silane treated cenosphere" in clainn 7 (and witlidrawn claim 34) is 
objected to as allegedly lacking enablennent. 

Applicants refer the Examiner to page 16, line 12 to page 17, line 6, which 
states in relevant part: In the preferred embodiment, the cenosphere are silane 
treated. A description of the silane surface treatment process used on the 
cenospheres of the present invention follows." (page 16, lines 12-13) 

8. The "aluminosilicate" or "aluminosilicate ceramic" of claims 20 and 21 (and 
with withdrawn claims 33 and 35) is objected to as allegedly lacking enablement. 

Claims 20 and 21 (and withdrawn claims 33 and 35) have been amended to 
indicate that the material comprises a silane treated cenosphere. 

9. The "fiberglass" of claims 20 and 21 (and withdrawn claims 33 and 35) is 
objected to as allegedly lacking enablement. 

Claims 20 and 21 (and withdrawn claims 33 and 35) have been amended to 
recite that the fiberglass is pre-treated with epoxy silane. 

Applicants respectfully submit that the amended claims comply with the 
written description requirement and request the withdrawal of the 1 12, first 
paragraph rejections. 
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35 U-S-C- § 103(a) Obviousness Rejection 

1 . Claims 6 and 22-25 stand rejected under 35 U.S.C. § 103(a) as unpatentable 
over Weinmann et al. (U.S. Patent 6,395,845), in view of Neuner (U.S. Patent 
6,160,041) and Matsuura etal. (U.S. Patent 6,046,072). 

Applicants submit that claims 6 and 22-25 are not obvious over Weinmann in 
view of Neuner and Matsuura and that claims 6 and 22-25 are allowable. 

To establish a prima facie case of obviousness, three basic criteria must be 
met. (MPEP 2143) First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill 
in the art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or 
references when combined) must teach or suggest all the claim limitations. 

Weinmann teaches a composition for waterproofing membranes used on 
roofs comprising epoxy resin, a liquid amine-terminated polyamide, an optional 
polyamine, an optional filler and an optional modifying resin (col. 2, lines 61-67 and 
col. 3, lines 1-3). 

Neuner teaches a composition to substitute for concrete comprising an epoxy 
resin, an aliphatic glycidyl ether epoxy diluent, a polyoxypropyleneamine curing 
agent, intumescent powder, hollow ceramic microspheres and an air release reagent 
(col. 3, lines 22-34). Neuner teaches that the compositions form concrete-like 
materials which can be used as a substitute for concrete in building materials. The 
Office Action alleges that it would have been obvious to add the hollow ceramic 
microspheres of Neuner to the formulations of Weinmann in order to improve the 
compressive and tensile strengths. However, the compositions of Neuner are taught 


Attorney Docket No. 0078646-000001 
Application No. 09/413,993 
Page 1 6 

to be concrete-like, not very flexible as the compositions of the present invention are 
taught to be in the specification. 

Matsuura teaches a heat-resistant adhesive for use in the fabrication of a 
senriiconductor package, preferably an adhesive with a principal constituent of 
thernnpoplastic resin having a glass transition temperature of at least 200 degrees 
Celsius, (col. 3, lines 45-46). The Office Action alleges that it would have been 
obvious to combine the silica filler of Weinmann with the ceramic powder of 
Matsuura in order to enhance the heat resistance. The Office Action cites col. 9, 
lines 9-12 of Matsuura) The cited pages of Matsuura states: 

In addition, fillers such as ceramic powder, glass powder, 
silver powder and copper powder and coupling agents can 
also be added to the heat-resistant adhesive of the present 
invention. The heat-resistant adhesive according to the 
present invention can also be used after impregnating it with 
a base sheet such as glass fabric, aramid fabric and carbon 
fiber fabric. 

This passage shows that the adhesive is already heat-resistant before the addition of 
fillers. This passage does not show that the addition of the ceramic powder would 
enhance the heat resistance, as claimed in the Office Action. 

The Office Action admits that Weinmann does not recite the claimed ceramic 
particles. 

To establish a prima facie case of obviousness, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. There is no suggestion or motivation in Weinmann, 
Neuner or Matsuura to modify Weinmann to obtain the composition of the present 
invention. Weinmann relates to flexible compositions useful for waterproofing 
membranes used on roofs. One of ordinary skill in the art would recognize that 
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flexibility was innportant for such a connposition and would not have connbined an 
elennent fronn the connposition of Neuner that helps provide that connposition with 
concrete-like properties. In addition, as shown above, Matsuura does not show that 
the addition of the cerannic powder would enhance the heat resistance, as clainned in 
the Office Action. With regard to claims 22, 23 and 25, the cited prior art references 
do not provide any suggestion or nnotivation to nnodify Weinnnann to obtain a 
connposition that has these elennents. Therefore, there was no suggestion or 
nnotivation, either in the reference itself or in the knowledge then generally available 
to one of ordinary skill in the art, to nnodify the reference to arrive at the clainned 
invention. 

To establish a prima facie case of obviousness, there nnust be a reasonable 
expectation of success. There would not have been a reasonable expectation of 
success in obtaining the clainned invention, especially where the materials of the 
instant application are taught to be highly flexible. The Office Action relies on the 
combination of Weinmann and Neuner. As shown above, one of ordinary skill in the 
art would recognize that flexibility was important for the compositions of Weinmann 
and would not have combined an element from the composition of Neuner that helps 
provide that composition with concrete-like properties. In addition, as shown above, 
Matsuura does not show that the addition of the ceramic powder would enhance the 
heat resistance, as claimed in the Office Action. The composition of Neuner is 
taught to form compositions that have cement-like properties and that the 
compositions can be used as replacements for concrete. With regard to claims 22, 
23 and 25, the cited prior art references do not provide any suggestion, motivation or 
teachings to modify Weinmann to obtain a composition that has these elements. 
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Tliere cannot be a reasonable expectation of success in obtaining these clainned 
connpositions when the prior art is silent on these properties. Therefore, there would 
not have been a reasonable expectation of success in modifying Wolf or Neuner to 
arrive at the clainned invention. 

To establish a prima facie case of obviousness, the prior art reference must 
teach or suggest all the claim limitations. As shown above, one of ordinary skill the 
art would not find the motivation to combine the references as cited in the Office 
Action. It is only by such a combination that the Office Action has been able to 
obtain the various references, which are from different fields, to obtain references 
that disclose the cited claim limitations. With regard to claims 22, 23 and 25, not of 
the cited prior art references teach or suggest these elements. Therefore the cited 
references would not have taught or suggested to one of ordinary skill in the art all 
the claim limitations. 

Applicants respectfully submit that claims 6 and 22-25 are not obvious over 
Weinmann, Neuner and Matsuura, and therefore request the withdrawal of the 
rejection of claims 6 and 22-25 under 35 U.S.C. § 103(a). 

2. Claims 7, 20 and 21 stand rejected over Weinmann, Neuner and Matsuura 
and further in view of Flynn et al. (U.S. Patent No. 5,229,252). 

Claims 7, 20 and 21 are not obvious over Weinmann, Neuner and Matsuura 
and further in view of Flynn et al. 

Claims 7, 20 and 21 depend from claim 6. It was shown above that claim 6 is 
not obvious over Weinmann, Neuner and Matsuura. The teachings of Flynn do not 
overcome the deficiencies noted above for Weinmann, Neuner and Matsuura. 
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Claims 7, 20 and 21 are not obvious over Weinmann, Neuner and Matsuura 
and further in view of Flynn for the sanne reasons provided above. These reasons 
are not being repeated again, to facilitate review. 

Applicants respectfully subnnit that clainns 7, 20 and 21 are not obvious over 
Weinmann, Neuner and Matsuura and further in view of Flynn, and therefore request 
the withdrawal of the rejection of claims 7, 20 and 21 under 35 U.S.C. § 103(a). 

Conclusion 

For at least the reasons stated above, the Examiner is respectfully requested 
to reconsider and withdraw the outstanding rejections and objections, and to allow 
the present application. 

In the event that there are any questions concerning this amendment, or the 
application in general, the Examiner is respectfully urged to telephone the 
undersigned attorney so that prosecution of the application may be expedited. 

The Director is hereby authorized to charge any appropriate fees under 37 
C.F.R. §§1.16, 1.17 and 1.20(d) and 1.21 that may be required by this paper, and to 
credit any overpayment, to Deposit Account No. 02-4800. 

Respectfully submitted, 
Buchanan Ingersoll & Rooney pc 

Date: July 12, 2011 By: /Gary D. Mangels, Ph.D./ 

Gary D Mangels, Ph.D. 
Registration No. 55424 

Customer No. 21839 

703 836 6620 
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Attaclinnent A. Application Information CC-A 3 Additives for Gel Coats fronn BYK 
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